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Intellectual property practitioners may recall the U.S. Supreme
Court's 2023 ruling in Jack Daniel's Properties Inc. v. VIP Products
Inc., which limited the application of the First Amendment-based
Rogers defense in trademark infringement cases.

Far from ending the case, that decision propelled a new wave of
litigation that generated the decision earlier this month from the U.S.
Court of Appeals for the Ninth Circuit — 12 years after the case was
filed in the U.S. District Court for the District of Arizona in 2014.
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With the Aug. 4 ruling, VIP Products is now fully victorious — a
complete 180 from the very first dispositive ruling in 2017, which declared VIP liable for
both infringement and dilution.

The feud, now as old as a middle schooler, concerns the "Bad Spaniels" parody dog toy
created by VIP Products. Designed like a bottle of Jack Daniel's Tennessee Whiskey, the Bad
Spaniels toy says "The Old No. 2 on your Tennessee Carpet" — evoking the "Old No. 7" and
"Tennessee Whiskey" labels on the Jack Daniel's bottle.

Over the years, the parties have been duking it out over whether the parody toy is an
infringement and/or dilution of Jack Daniel's mark. Infringement requires that consumers
are likely to be confused as to the source, sponsorship or affiliation of the parties' goods.

Dilution by tarnishment, the theory alleged by Jack Daniel's, requires that the dog toy
negatively affected Jack Daniel's reputation via association with a famous Jack Daniel's
mark.

Throughout the proceedings, the Arizona district court has seemingly favored Jack Daniel's,
while the Ninth Circuit has tended to favor VIP. When the district court rereviewed the case
in 2025, after the Supreme Court ruling, the court found that VIP was liable for dilution
only.

VIP appealed, and the Ninth Circuit found VIP not liable for dilution, in part by excluding
certain of the toy's design elements from the analysis.

Toying Around With Dilution Law

This month's Ninth Circuit ruling in VIP Products LLC v. Jack Daniel's Properties Inc. might
complicate the question of whether dilution analysis should consider the full content of the
accused product when deciding whether the use is "tarnishing."

Dilution by tarnishment requires that consumers are likely to associate the accused mark
with the trademark owner's mark, causing reputational harm to the trademark owner. Jack
Daniel's claimed that its brand was reputationally harmed by the toy's innuendo related to
dog poo.

Dilution law also requires that any claim must be based on a "famous" trademark — i.e.,
one that is widely recognized by the public. Applying that standard, the court found that of



the various Jack Daniel's marks at issue, the only ones that were "famous" were (a) the
term "Jack Daniel's" and (b) the trade dress-protected bottle design. The court found, likely
correctly, that the term "OId No. 7" was not famous.

In finding for VIP, the court partly relied on the premise that the dog poo innuendo was
nonactionable because it did not implicate the famous marks.

According to the court, VIP's use of the famous word mark (via Bad Spaniels) and trade
dress — via the lookalike bottle design — were irrelevant to dilution because those aspects
were not reputationally damaging.

The court concluded that the allegedly tarnishing poo-related innuendo was fully derived
from "Old No. 7," which is a nonfamous mark and thus ineligible to support a dilution claim.
That premise may be faulty, however, because it ignores the broader context within which
the accused innuendo operates.

Does Broader Context Matter?

The poo innuendo was not created by the "Old No. 2" reference alone. Had the toy been
some different toy that happened to include the term "Old No. 2," no one would think of
Jack Daniel's. The reason that the allegedly damaging association was possible was because
the poo reference appeared on a Jack Daniel's-shaped toy labeled as "Bad Spaniels."
Without the combination of the famous and the nonfamous marks, the accused tarnishment
would not have been possible.

The court even seemed to acknowledge that, in dilution analysis generally, courts can and
should consider the full content of the accused product. As the court noted, "If a junior
mark is not facially tarnishing, the context in which it is used may become relevant to the
tarnishment analysis."

The court explained that a facially benign mark can still be considered tarnishing if used in
connection with pornographic or other illegal content. The court cited the real-life examples
of the "Dallas Cowboys Cheerleaders" mark used in connection with pornography and the
mark "Newport" used in connection with marijuana cigarettes. Both of these were found to
be tarnishing even though the accused marks themselves were facially benign.[1]

In the case at hand, the term "Jack Daniels" and the trade dress-protected bottle design are
the two famous marks that are capable of being tarnished. The court discounted "Old No. 2"
as being solely related to nonfamous mark "Old No. 7." Rather than viewing "Old No. 2"
solely in relation to "OIld No. 7," the court could have viewed the phrase as part of the
broader context within which the two famous marks operated — akin to the pornography
and drug cases.

The result may have been no different had the court used that framework, as the court also
decided that the evidence did not prove that "Old No. 2" was likely to cause any
reputational harm to Jack Daniel's. Still, the court's elimination of "Old No. 2" via the
famous mark analysis conflicts with the instruction that courts may find tarnishment when
facially benign marks — like "Bad Spaniels" and the bottle desigh — are used in connection
with tarnishing elements.

Implications

Future litigators will likely test the contours of the mark-context distinction under the facts



of new cases. From this case, lawyers can also note that the existence of reputational harm
in any given case is highly subjective.

Historically, dilution case law has referred to a few risky areas, including defecation humor.

Yet, the court's rejection of Jack Daniel's evidence shows that there may exist no categories
of per se tarnishing content — placing great power in the hands of the fact-finder to decide

what tarnishes and what does not.

As this case illustrates, the challenge of defining what is eligible to tarnish is compounded
by the difficulty of proving the existence of negative consumer associations, a highly
abstract concept to begin with. These challenges affect not only litigators but also would-be
parodists, as freedom of expression could be stifled by fears of liability under trademark
law.

Although the ruling for VIP may be seen as a victory for free expression, the lack of
definition in this area of law may continue to produce uncertainty for lawyers and creators
alike.

Creators may strive to avoid utilizing trademarks in an arguably source-identifying manner,
to ensure greater First Amendment protection against both infringement and dilution claims.
If First Amendment protections cannot be claimed, legal outcomes may depend heavily on
the whims of the fact-finder, though it is also incumbent on litigators to produce the most
persuasive evidence possible.

And, just perhaps, we may receive more clarity on these topics if the U.S. Supreme Court
can stomach a second-time review of this case.
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