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ART, WHISKEY, AND THE BALANCE BETWEEN
INTELLECTUAL PROPERTY AND FREE SPEECH

By Sara Gold

n two intellectual property cases heard before the

U.S. Supreme Court last term, the Court strengthened

the burden required to prevail on a fair use defense to
copyright or trademark infringement.

In the copyright case, Andy Warhol adapted and recolored
a 1981 photograph of musician Prince without permission
and licensed it years later for publication in a Prince
tribute magazine. That was not enough to avoid liability
for copyright infringement. In the trademark case, a dog
toy company created a “Bad Spaniels” toy imitation of

a Jack Daniel’s bottle, mimicking multiple Jack Daniel’s
trademarks, including the trademarked shape of the bottle
itself. Here, the toy company’s claimed intent to parody,
without providing any specific commentary on the famous
whiskey brand, was not enough to merit blanket fair-use
protection as an expressive work.

Together, these two cases show that the First Amendment
does not necessarily give others a free pass to borrow,
parody, or adapt copyrighted or trademarked material,
signaling the potential strengthening of intellectual
property rights relative to free-speech interests.

Copyright Fair Use: Andy Warhol
Foundation v. Goldsmith

Pursuant to the Copyright Act, courts evaluating a fair use
defense are required to weigh four factors, which include
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the “purpose and character” of the accused work. Evaluating
this particular factor alone, the Supreme Court in Goldsmith
tightened the standard required for a new work to acquire a
“purpose and character” that is meaningfully different from
the plaintiff's copyrighted work.

Affirming the Second Circuit Court of Appeals, the
Supreme Court held that the “purpose and character”
factor weighed against Warhol’s claim of fair use.

As Justice Sotomayor’s majority opinion explained,
transformation of purpose and character requires “more
than the imposition of another artist’s style on the primary
work.” Simply making something that is interesting or
creative, without clear social commentary, is usually not
enough to outweigh the owner’s exclusive right to control
their intellectual property. In this case, the Court was
particularly persuaded by the fact that the essence of the
original photograph remained intact, and both versions
shared the same ultimate purpose of illustrating print
journalism about Prince.

Of course, copyright fair use is always a somewhat
subjective inquiry, giving rise to the dissenting opinion of
Justices Kagan and Roberts, who believed that Warhol's
use was fair. In the end, potential fair users should
understand that simply taking a copyrighted work and
changing it, for reasons unrelated to the message of the
original, is less likely to qualify as fair use.



Trademark Fair Use:
Jack Daniel’s v. VIP Products

In this case, the Court limited the scope of the Rogers test,
a judicially created fair-use doctrine by which “expressive
works” accused of trademark infringement could sidestep
the prima facie infringement test and gain nearly automatic
fair-use immunity.

Derived from the seminal Second Circuit case

Rogers v. Grimaldi, the Rogers test has in the past liberally
permitted trademark uses in expressive works so long

as the use was artistically relevant and not explicitly
misleading. When this test has been applied, most
trademark uses in expressive works were permitted as

fair use without regard to the plaintiff’s prima facie case of
trademark infringement.

Reversing the Ninth Circuit Court of Appeals, the Court
held in Jack Daniel’s that the Rogers test should no longer
be applied to all “expressive works,” but rather only to
instances where the defendant does not use the trademark
for a source-identifying purpose. The holding aligns with
the core function of a trademark which, per statute, is to
identify the source of goods or services.

In the majority opinion authored by Justice Kagan, the
Court held that although the Bad Spaniels dog toys

were humorous, the toy company’s creation of a mock
product brand to identify its mock products was a source-
identifying use — even if it was all in jest. That, according
to the Court, took the use outside of Rogers. In order

to prevail on remand, the defendant will be required

to prove under the traditional multifactor analysis that
consumers are unlikely to mistakenly assume that the Bad
Spaniels toys are created, or authorized, by Jack Daniel’s.
Future trademark parodists can be warned that no matter
how creative or clever the use, using a trademark as a
trademark could very well be considered infringing.

Final Thoughts

In view of the Court’s latest precedent, using someone
else’s content simply to make it different, better, or funnier
may not justify immunity from copyright or trademark
restrictions. Viewed together, the two rulings make clear
that more than a witty idea or creative impulse is necessary
to immunize the utilization of copyright- or trademark-
protected material. Even if there is some degree of
creativity involved, would-be fair users should avoid using

"In copyright cases where
the defendant claims
fair use, parties will
more often be faced with
lengthier litigation of the
four fair-use factors and
their complexities.”

someone else’s material for the same purpose — whether
it's using a magazine photograph for a different magazine,
or using another product’s trademarked identifier on a
different product.

Although fair use remains a viable defense, the decreased
likelihood of early dismissal on fair-use grounds could make
unlicensed copyright and trademark uses financially riskier.
In copyright cases where the defendant claims fair use,
parties will more often be faced with lengthier litigation

of the four fair-use factors and their complexities.
Meanwhile, in trademark cases where the Rogers test

is unavailable, defendants will need to brave the circuit-
specific multifactor tests in order to prove that the accused
use — in light of parodic, creative, and other expressive
elements — is ultimately unlikely to confuse consumers.

In either instance, the potentially longer road to finality will
likely result in more pretrial settlements, many of which will
require the discontinuation of the arguably offending uses.

Though the long-term effects of the rulings are yet to

be seen, the new precedent may bolster the value of
intellectual property ownership while also encouraging
more prudence as to uses that are not clearly justified by
fair use or First Amendment interests.

Sara Gold, founder of Gold IP Law, focuses her
practice on intellectual property registration, litigation,
and related services. A former journalist, Sara also
enjoys legal academia and has been published in
journals across the country.
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