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Versus Free Speech Exceptions
By Sara Gold

Congress has the power to recognize exclusive copy-
rights under Article I of the Constitution. But under 
the First Amendment to the Constitution, Congress 
shall make no law abridging the freedom of speech. 
To reconcile these two oppositional constitutional 
rights, there exists the doctrine of copyright fair use, 
under which certain unauthorized uses of copyrighted 
material, those that are considered to have redeeming 
societal value, are not punishable under copyright law. 

Under the Copyright Act, fair use is determined by 
balancing the following four factors: (1) the purpose 
and nature of the defendant’s use; (2) the nature of the 
copyrighted work; (3) the amount and substantiality 
of the copied portion of the copyrighted work; and 
(4) the effect of the defendant’s use on the potential 
market for the copyrighted work.1 

Nowadays, courts routinely refer to fair use as 
an “affirmative defense” to copyright infringement 
and accordingly place the burden of proof for each 
of the four factors on the defendant. However, from 
its inception, fair use was not always postured as the 
defendant’s burden to prove, showing how its current 
classification as an affirmative defense is far from 
self-evident. 

Given the inherent unpredictability of the 
multi-factored fair-use calculus, the allocation of the 
burden of proof has significant practical implica-
tions for expression and creativity. For example, the 
placement of the burden affects whether defendants 
are reasonably likely to be able to defend fair uses, par-
ticularly at summary judgment when there is limited 
evidence on both sides. This, in turn, affects creators’ 
risk assessment as to whether to engage in arguably 
fair uses to begin with. 

The 1967 House Report that is often cited as the ba-
sis for labeling fair use as an affirmative defense states 
that “it would be undesirable to adopt a special rule 
placing the burden of proof on one side or the other.”2 
But contrary to this principle, the current affirmative 
defense of fair use inherently places the burden on the 

putative copyright infringer to show that the balance 
of the four fair-use factors shows fair use. On the other 
hand, making the absence of fair use part of the plain-
tiff ’s prima facie case of infringement, and thus re-
quiring copyright plaintiffs to wholly disprove fair use 
to prevail, creates the same problem of favoring one 
party over the other—when both copyright protection 
and free speech are important to protect. The history 
and language of the Copyright Act shows that the 
burden of production for the fair-use factors is more 
flexible than commonly believed. As this “At Sidebar” 
discusses, a shifting of the typical burden of produc-
tion could achieve a more equal balance between the 
interests of copyright holders and creative users. 

History of Copyright Fair Use
While U.S. copyright law has its roots in the English 
common law dating back to the 1700s, Justice Joseph 
Story’s decision in Folsom v. Marsh in 1841 is widely 
regarded as the first U.S. copyright decision addressing 
fair use.3 In Marsh, Justice Story evaluated whether 
the defendant was entitled to republish letters written 
by the late George Washington that had already been 
published in the plaintiff ’s anthology.4 Although the 
term “fair use” was not used, Justice Story outlined 
the precursor to the present-day fair-use factors and 
stated these were relevant to the “question of piracy,” 
that is, the determination of whether “the substance of 
one work has been copied from another.”5 Subsequent 
decisions in the 1800s and 1900s continued to regard 
the fair-use inquiry as definitional to infringement 
rather than as a separate defense required to be proven 
by the defendant.6 Later scholars have interpreted 
these decisions to suggest that common-law fair use 
was originally intended as “part and parcel with the 
criteria for determining infringement” rather than as 
an affirmative defense to be proven by the defendant.7

Copyright fair use was rarely referred to as an “af-
firmative defense” prior to the passage of the modern 
Copyright Act in 1976. Fair use appears to have been 
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first referred to as an “affirmative defense” to copyright infringement 
in the late 1960s. Even then, the first reported federal decision that 
briefly referred to fair use as an “affirmative defense” also character-
ized fair uses as “outside the limits of copyright protection,” which 
more closely aligns with the interpretation of fair use as a definitional 
limitation on infringement rather than as a true affirmative defense.8 

Concurrent with the passage of the modern Copyright Act, the 
House of Representatives issued a report stating that the Act was 
intended “to restate the present judicial doctrine of fair use, not to 
change, narrow, or enlarge it in any way.”9 Significantly, the Copyright 
Act itself does not label fair use as an affirmative defense; rather, it pro-
vides that the fair use of a copyrighted work is “not an infringement” 
of copyright.10 Based on this statutory language and the preceding his-
tory, a “growing chorus of scholars” interpret the statute as indicating 
that the absence of fair use is an element that the plaintiff must prove 
as part of its prima facie showing of infringement.11 

Regardless, fair use has become widely regarded as an affirmative 
defense in modern copyright law, which seems reasonable given 
that a defendant must raise fair use in response to infringement 
allegations. The U.S. Supreme Court first referred to fair use as an 
affirmative defense in 1985 and then expressly stated in its famous 
1994 Campbell fair-use decision that the proponent of fair use bears 
the burden of proof for this affirmative defense.12 As a result, federal 
courts steadfastly continue to regard fair use as an affirmative defense 
and place the burdens of persuasion and production for all factors on 
the defendant.13 

Issues With Fair Use as an Affirmative Defense
Although posturing fair use as an affirmative defense is rational in 
some ways, there are some resulting problems. Some scholars lament 
how placing the burden of proof on the defendant makes it unduly 
challenging and expensive for defendants to defend their fair uses 
in court.14 The affirmative defense status is especially influential in 
summary judgment proceedings, where fair-use issues are very often 
decided.15 

The fourth fair-use factor is especially burdensome because it re-
quires the defendant to show that it has not unreasonably encroached 
on the plaintiff ’s “potential market” for the copyrighted work.16 As 
the plaintiff ’s potential market is inevitably abstract, a key evidentia-
ry issue is determining the scope of the plaintiff ’s “traditional, rea-
sonable, or likely to be developed markets.”17 Currently, defendants 
must prove that these potential markets do not include the accused 
work, which is essentially trying to prove a negative.18 Critics point 
out that proving such a negative is nearly impossible and that in 
most cases, the plaintiff is in the best position to produce evidence 
relating to its own potential markets.19 Courts acknowledge that in 
the absence of compelling evidence on this factor, often regarded 
as the most outcome-determinative fair-use factor, the defendant is 
unlikely to be able to succeed.20 

The few judicial attempts to reallocate the burden of produc-
tion for this factor to offset the above-discussed difficulties have 
received mixed reactions from reviewing courts. In Cambridge 
University Press v. Patton, the lower court—while still recognizing 
the defendant’s ultimate burden of persuasion—placed the burden 
of production on the plaintiff to show that digital licenses for the 
copyrighted works were reasonably available.21 The Eleventh 
Circuit Court of Appeals affirmed, holding that such reallocation 
was appropriate because “Plaintiffs—as publishers—can reasonably 

be expected to have the evidence as to availability of licenses for 
their own works.”22 Likening the reallocation to the burden-shift-
ing paradigm in employment discrimination litigation, the court 
noted that the defendant would still have the burden of persuasion 
on remand to show no market harm in response to any evidence 
produced by the plaintiff of a potential market.23

The Ninth Circuit Court of Appeals ruled oppositely in the re-
cent high-profile Dr. Seuss Enterprises v. ComicMix LLC case. Here, 
the lower court granted summary judgment to the defendant on its 
fair-use defense, partly on the basis that the plaintiff had failed to 
produce evidence sufficient to show by preponderance of the evi-
dence that the accused work was likely to “substantially” harm the 
market for the original Dr. Seuss book.24 The Ninth Circuit Court of 
Appeals overturned the decision.25 Noting that “the Supreme Court 
and our circuit have unequivocally placed the burden of proof on 
the proponent of the affirmative fair use defense,” the Ninth Circuit 
called the lower court’s burden-shifting erroneous and reversed 
summary judgment.26 

Although the Ninth Circuit Court of Appeals correctly noted 
that the lower court’s burden-shifting contradicted precedent, the 
sensibility of adopting some sort of burden-shifting in this context 
cannot be ignored. So that neither copyright nor free speech is 
considered more important than the other in the context of fair 
use, perhaps courts could utilize a burden-shifting scheme at sum-
mary judgment resembling the McDonnell Douglas framework that 
applies to employment discrimination claims, as suggested by the 
Eleventh Circuit. 

The Possible Solution: Adopting a Burden-Shifting Scheme 
to Equalize the Playing Field
One way of equalizing the burden would be to shift the burden of 
production for the second and fourth factors to the plaintiff at sum-
mary judgment, leaving the burden of production for the first and 
third factors with the defendant. Under this scheme, the plaintiff ’s 
showing of prima facie infringement would trigger the defendant’s 
obligation to set forth “prima facie fair use” based on factors one and 
three under Section 107. Thus, to show “prima facie fair use,” the 
defendant would need to initially show that the purpose and char-
acter of the accused work (factor one), combined with the amount 
and substantiality of the portion used in relation to the copyrighted 
work (factor three), embodies fair use. These are the two factors that 
directly relate to the defendant’s work and, therefore, the defendant 
logistically should have more of an ability to weigh in on them at the 
summary judgment stage. 

If the court does not believe the defendant has shown “prima 
facie fair use,” the court cannot grant summary judgment in the 
defendant’s favor, though the defendant may still be able to prove 
fair use later at trial. However, if the defendant can show “prima facie 
fair use,” the burden of production shifts to the plaintiff to produce 
evidence tending to show that the nature of the copyrighted work 
(factor two) and/or the effect of the accused work on the plaintiff ’s 
potential market (factor four) make the defendant’s use unfair. These 
two factors directly relate to the plaintiff ’s work, and, therefore, 
the plaintiff is in the best position to weigh in on them at summary 
judgment, particularly the market harm factor. 

If the plaintiff cannot produce evidence on either factor, these 
factors would become neutral and weigh neither for nor against the 
defendant, placing greater weight on the defendant’s prima facie fair-
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use case. This would solve the present problem of the defendant be-
ing penalized at summary judgment for failure to produce evidence 
on market harm when, as discussed above, the plaintiff typically has 
the greater ability to produce such evidence.27

Like under McDonnell Douglas, the ultimate burden of persuasion 
would remain with the defendant to show that the totality of the fac-
tors favors fair use in accordance with fair use’s traditional status as 
an affirmative defense.28 However, shifting the burden of production 
for the fourth factor to the plaintiff would hopefully eliminate the 
problem of defendants failing to prevail due to inability to show that 
their work would have no harmful effect on the copyrighted work’s 
potential market—particularly given that such a truth is difficult to 
prove in the negative. 

But to ensure that plaintiff copyright holders are not unduly dis-
advantaged by bearing the burden of production for the market harm 
factor, courts should employ a relatively expansive interpretation of 
what the “potential market” for the copyrighted work might consist 
of. “Traditional, reasonable, or likely to be developed markets” 
should consist of the full universe of the copyright owner’s untapped 
potential markets, even if the copyright owner has not personally 
entered those markets, in order to preserve the copyright owner’s 
traditional choice of which markets to exploit.29 Underscoring 
this principle, the Supreme Court has stated that fair use disfavors 
practices that, while perhaps not substantially harmful in isolation, 
would have an adverse aggregate effect on the plaintiff ’s potential 
markets were these practices to become widespread.30 Any potential 
disadvantage to defendants of applying an overbroad scope of the 
plaintiff ’s potential markets should be offset by the placement of 
the burden of production on the plaintiff to produce evidence of the 
existence of and harm to said markets. 

Ultimately, the text of the Copyright Act does not mandate that 
the burden of production or persuasion be placed on any partic-
ular party. Therefore, absent an amendment to the Copyright Act 
instituting a burden of production shift, greater awareness around 
this option could perhaps persuade more courts and judges to utilize 
their discretion to implement such burden-shifting to further the 
interests of justice.31 Ultimately, the goal of a burden-shifting scheme 
would be to recognize that the rights of copyright holders and the 
rights of creative users are equally important in the abstract, such 
that no one party should bear an unduly disproportionate burden in 
defending its own right, either of copyright or of fair use. 
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international law documents should not be diminished. Rather, to 
remain a part of the “civilized world” we must adhere to the ideals 
proclaimed in these important documents. 
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